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Status 

1 )[3 Responsive to communication(s) filed on 26 February 2003 . 
2a)Q This action is FINAL 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 OG 213 
Disposition of Claims ' ' 

4) KI Claim(s) 1-21 and 25-29 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) gl Claim(s) 1-21 and 25-29 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 13 The proposed drawing correction filed on 26 February 2003 is: aM approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Staqe 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) [X] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) [J , nterview Summary (PT0 ^ 13) Paper No(s) 



2) l_| Notice of Draftsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



5) Q Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351 (a) shall have the effect under this subsection of a national application 
published under section 122(b) only if the international application designating the United States was 
published under Article 21(2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
States for the purposes of this subsection based on the filing of an international application filed under 
the treaty defined in section 351 (a). 

2. Claims 1-13, 15-21, and 27-29 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Restarick et al. (US 6554,064). 

Restarick et al. includes all the limitations of claims 1, 9, 18, 20, and 27 including: an 
intelligent device in a screen (figure 9b), gathering data and flowing slurry (claim 30), 
and running the line and screen into the well and collecting data (claim 24; figure 9b). 
With respect to the dependant claims Restarick et al. also teaches: claimed sensor 
types (abstract)-claims 2-8, 10-13, 19, and 21; control line to surface (figure 9b; claim 
6)-claims 15-17; and performing gravel packing/sand control (abstract)-claims 28 and 
29. 

NOTE: The intelligent completion device disposed in the sand screen was not disclosed 



in provisional application 60/147,861 (filed 8/9/99); it first appeared in the parent 
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application 09/631,859 (filed 8/2/00). Thus this limitation only has priority back to 
August 2, 2000. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 14 and 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Restarick et al. (US 6,554,064) in view of Ross (US 5,964,296). 

As discussed above, Restarick et al. includes all the limitations of claims 14 and 24-26 
with the exception of disclosing the fiber optic line. Ross teaches that fiber optic lines 
are well known in the well arts to be interchangeable with a variety of other sensor 
control devices (column 6, line 63-column 7, line 14). Thus at the time of the invention it 
would have been obvious for one having ordinary skill in the art to switch the control 
means of Restarick et al. with a fiber optic line, because doing do is well known in the 
art (per Ross). 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-21 , 25, and 26 have been 
considered but are moot in view of the new ground(s) of rejection. 



• 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer Dougherty whose telephone number is (703) 
308-6365. The examiner can normally be reached on Monday-Thursday from 7:30 AM 
to 5:00 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell, can be reached on (703) 308-2151. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 305-3597. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



1113. 
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